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REPLY BRIEF UNDER 37 CF.R. 541.41 

SIR: 

For at least the reasons presented in the Brief of Appellant and the 
arguments provided below. Appellants respectfully request reversal of the rejections 
of the claims and allowance of all pending claims. 

A. The 102 Rejection of Claims 9-16, 24-28 and 30. 

Appellants in their Brief and herein have identified four lim tations of claim 9 
which are not disclosed nor suggested by Sekizawa and the antic pation rejection is 
improper for at least this reason. 

Appellants respectfully submit the Examiner has misinterpreted the teachings 
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of Sekizawa in the Examiner's Reply* and the anticipation reject on of claims 9-16, 
24-28 and 30 is improper. Appellants respectfully submit tha : Sekizawa fails to 
teach the limitations of communicating a request externally of the image forming 
device using the image forming device. Appellants respectfully assert that the 
teachings of agent unit 10 of Fig. 1 of Sekizawa external of printers P may not be 
fairly interpreted as teaching or suggesting limitations of the clai Tied image forming 
device inasmuch as agent unit 10 is not disclosed as a printer end the printer P of 
Sekizawa fails to disclose the claimed limitations. At page 10 of the Examiner's 
Answer, it is stated in line 4 that agent unit 10 is "integrated with" printer p via 
router 4. However, the Examiner fails to identify any teachings ihat the printer and 
agent unit are integrated. To the contrary, the printer and agent unit are a plurality 
of separate devices connected with a LAN 3. Furthermore, router 4 is depicted 
connecting agent unit 10 with the internet as opposed to providing integration of 
the agent unit with printer P and Appellants have failed to identify any teachings 
that the functions of router 4 integrate agent unit 10 and printer P. Appellants 
respectfully submit agent unit 10 does not include any printing functionality and the 
communications thereof fail to disclose or suggest the claimed communicating the 
request using the image forming device as defined in claim 9 nnd the claims are 
allowable for at least this reason. 

At page 10 of the Examiner's Answer, the Examiner states that n [t]he 
function of the component agent unit 10 is also A request is En act of asking or 
sending a message for something to be done or given," Appellarts are unsure if by 
such statement whether the Examiner is making an assertion regarding operations 
of agent unit 10 or merely defining what a request is. Appellants respectfully 
submit that agent unit 10 is not disclosed in Sekizawa as communicating a request 
and the Examiner has failed to identify any teachings of the pricr art of agent unit 
10 communicating a request as claimed. The mere communiccition of the status 
information by the agent unit 10 fails to discJose the communication of a request. 
Appellants respectfully submit that the Examiner has not identified teachings in the 
prior art that communication of status information may be considered to disclose or 
suggest communication of a request as claimed. Even if console 20 provides 
services, such does not teach or suggest that the communication s of agent unit 10 
are a request as claimed. Console 20 could perform such actons for any other 
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numerous reasons and the actions of console 20 fail to disclcse or suggest the 
agent unit 10 communicates a request as claimed. Appellants espectfully submit 
that the Examiner has failed to identify teachings in Sekizawa of the claimed 
communicating the request using the image forming device and Appellants submit 
that the Examiner's statement on page 1 1 that "it is quite obvio js to the examiner 
that Sekizawa anticipates the recited limitation in claim 9" is not supported by the 
teachings of Sekizawa. Limitations of claim 9 are not disclosed tiy the prior art and 
claim 9 is allowable for at least this reason. 

Claim 9 recites receiving a message responsive to the communicating the 
request. The Examiner on page 11 identifies col. 19, lines 6-1-1- of Sekizawa and 
states reference 20 of Sekizawa communicates to the printei using a warning 
message. Appellants respectfully submit that the teachings identified by the Office 
provide no disclosure of any communications of console unit 20 1o agent unit 10 or 
printer P of Sekizawa let alone the specifically claimed recei/ing the message 
responsive to the communicating the request. Furthermore, the Examiner at page 
11 recites almost the entirety of coi. 5 of the Summary of the Invention section and 
generically states such teachings allegedly disclose communicating a warning 
message. Appellants have failed to uncover any teachings to a message in col. 5. 
Furthermore, Appellants have e/ectronicai/y s&prched Sekizawa and failed to 
uncover any teachings of communicating a "warning message." The prior art fails 
to disclose the claimed receiving the message responsive to the communicating the 
request and claim 9 is allowable for at least this additional reason, 

Finally, claim 9 recites communicating the message using the image forming 
device in addition to the claimed receiving the message. Accordingly, claim 9 
recites two steps of receiving the message and communicating trie message. Even 
if printer P of Sekizawa receives a message from console 20 (whii;h is not taught by 
the prior art), the single receiving fails to disclose or suggest the plural steps of the 
claimed receiving the message and communicating the message using the image 
forming device. Claim 9 is allowable for this additional reason. 

Appellants respectfully submit that each of the numerous above-identified 
limitations are not disclosed by the prior art. Appellants respectfully submit that 
any of the numerous limitations not disclosed by the prior art is sufficient to render 
the claims patentable over the prior art and in combination the numerous limitations 
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absent from the prior art illustrate the patentability of the claims over the prior art. 
Appellants respectfully request withdrawal of the anticipaton rejection and 
allowance of the claims for the reasons herein as well as the reasons in the Brief of 
Appellants. 

B. The 1 02 Rejection of Claims 1 7-23 and 29. 

Appellants submit the following limitations of claim 17 an not disclosed nor 
suggested by Sekizawa and the anticipation rejection is improper for at least this 
reason. 

Communication of status information 4»j by the printer P fails to disclose or 
suggest the claimed communicating the request using the imaoe forming device. 
Agent unit 10 communicating the status mail $ 2 fails to disclose or suggest any 
communications of an image forming device. Furthermore, communications of the 
status mail by agent unit 10 fails to disclose communicating the request as claimed. 
Appellants respectfully submit the 102 rejection of claim 17 is inr proper for at least 
this reason. 

Also, the Office baldly alleges on page 12 of the Office Action without 
reference to teachings in Sekizawa that console 20 of Sekizawa represents a 
terminal of an external marketing system. Appellants have electronically searched 
Sekizawa and have failed to uncover any reference therein to "marketing" let alone 
the claimed communicating the request to the marketing sys;tem. Appellants 
respectfully submit the rejection of the claims is improper for at luast this additional 
reason. 

In addition, Appellants respectfully submit that Sekizawe fails to teach or 
suggest the claimed communicating the message using the marketing system 
responsive to receiving the request. On pages 12-13 of the Examiner's Answer, 
the Examiner relies upon the interpretation of Sekizawa in suppcrt of the rejection 
of claim 9 as allegedly disclosing the claimed communicating of i;laim 17. Initially, 
Appellants note that the claimed communicating the message us.ing the marketing 
system is not defined in claim 9. In addition, the teachings of Col. 19, lines 6-14 
and Col. 5, lines 14-50 of Sekizawa fail to disclose any commur icating of monitor 
unit 20 to a printer/machine user a warning message as alleged hy the Examiner in 
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support of the rejection of claim 9. Appellants have electronically searched 
Sekizawa and failed to uncover any teachings of commun eating a warning 
message. The Examiner recites statements about the alleged teachings of Sekizawa 
at page 13 of the Action without any support by the prior art teachings. Sekizawa 
fails to disclose or suggest console 20 communicating the message responsive to 
receiving a request and claim 17 is allowable for this additional reason. 

Claim 1 7 recites communicating the message using tie image forming 
system in addition to the claimed communicating the message using the marking 
system. Col. 5, lines 14-50 of Sekizawa relied upon by the Office on page 13 of 
the Action are void of printer teachings and fails to disclose the communicating the 
message using the image forming device. Sekizawa fails to dis :lose or suggest a 
"warning message" as baldly alleged by the Office. Finally, ©vert if Sekizawa were 
to disclose console 20 communicating a message to a printer, thore is no teachings 
of the printer communicating the message and the single act of communicating 
from console 20 to the printer P (which is not taught) fails to disclose the plural 
claimed communicating steps positively recited in claim 17, Limiiations of claim 17 
are not disclosed nor suggested by the prior art and claim 17 s allowable for at 
least this reason. 

Appellants respectfully submit that each of the numerous above-identified 
limitations are not disclosed by the prior art. Appellants respectfully submit that 
any of the numerous limitations not disclosed by the prior art is s ufficient to render 
the claims patentable over the prior art and in combination the numerous limitations 
absent from the prior art illustrates the patentability of the claims over the prior art. 
Appellants respectfully request withdrawal of the anticipation rejection and 
allowance of the claims for the reasons herein as well as the reasons in the Brief of 
Appellants. 

C. The 102 Rejection of claims 10 and 18. 

The Examiner's Answer at pages 4-9 repeats the arguments of the Office in 
the Final Office Action dated August 24, 2005. Thereafter, on page 13 spanning to 
page 14, line 1 1 of the Examiner's Answer, the Office repeats ths same arguments 
in support of the rejection of claims 10 and 18. Appellants respectfully submit that 

the rationale provided in the Office action dated August 24, 2C05 and replicated 
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twice in the Examiner's Answer fails to establish a proper 102 rejection for at least 
the reasons set forth in the Brief of Appellants. 

Referring to the portion of the Examiner's Answer at the bottom of page 14 
with respect to reading limitations of the specification into the cluims, the Examiner 
has apparently misconstrued Appellants' remarks in the Brief of Appellants. In 
particular, Section C of the Brief of Appellants makes clear that teachings of 
Seki2awa relied upon by the Office fail to disclose the limitations of the claims. 
Instead of relying upon specific teachings of the detailed description of Sekizawa, 
the Office has instead chosen to rely upon the generic, unspecific teachings in col. 
9 of Sekizawa. Appellants in Section C of the Brief of Appellant assert that not 
only does the Summary of Invention of col. 9 of Sekizawa f<iil to disclose the 
specific limitations of the claims, but fails to disclose how status information of the 
consumable is obtained. Also, the claims 10 and 18 positively recite "accessing the 
condition associated with the operation of the image forming device from the 
consumable" when such claims are properly read in conjjnction with the 
independent claims from which they depend. 

As set forth in the Brief of Appellants, the teachings of Se<izawa relied upon 
by the Office as allegedly disclosing the limitations of the claims fail to disclose the 
limitations of the claims. The replication of the arguments froiti the August 24, 
2005 Office Action in the Examiner's Answer and the continjed failure of the 
Examiner to identify teachings in the prior art of the claimed accessing a condition 
associated with an operation of the image forming device fron the consumable 
illustrates the erroneous nature of the 102 rejection of the claims. 

Appellants respectfully request withdrawal of the anticipation rejection and 
allowance of the claims for the reasons herein as well as the reasons in the Brief of 
Appellants. 

D. The 102 Rejection of Claims 16 and 23. 

Fig. 3 of Sekizawa described at col. 20, lines 36+ refer tc operations of the 
agent unit 10. As claimed from the teachings of Fig. 3, no image forming 
capabilities are provided by the agent unit 10. The teachings of the agent unit 10 
with respect to Fig. 3 and cols. 20-21 thereof fail to disclose or suggest steps of an 

image forming device let alone the specifically claimed communicating the request 
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using the image forming device end including an identifier of :he image forming 
device. 

Appellants respectfully request withdrawal of the anticipation rejection and 
allowance of the claims for the reasons herein as well as the reasons in the Brief of 
Appellants. 

E. The 102 Rejection of Claim 23. 

The Examiner's Answer recites teachings in col. 19, lines 15-35 of Sekizawa 
as allegedly disclosing limitations of claim 23 including selecting the message from 
a plurality of other messages using the identifier, and wherein the communicating 
the message comprises communicating the message after the selecting. However, 
these teachings of col. 19 fail to refer to selection of a message from plural 
messages or communicating the message after the selecting jsing a marketing 
system. At page 16, line 6 of the Examiner's Answer, the Examiner baldly alleges 
that console unit 20 selects messages. However, the Examiner has failed to 
identify any teachings of Sekizawa of console unit 20 selectinn a message from 
plural messages. Appellants respectfully submit this limitation i s not disclosed by 
the prior art and the rejection is in error. 

The teachings in col. 35, lines 16-27 of Sekizawa also refe red to on page 16 
of the Examiner's Answer refer to reading of unread emails and Thereafter extracts 
printer information from the read pieces. These teachings ars opposite to the 
claimed selecting the message from other messages using an identifier. 
Furthermore, the teachings relied upon by the Office fail to disclose or suggest 
communicating the message after the selecting as claimed. 

Appellants respectfully request withdrawal of the anticipation rejection and 
allowance of the claims for the reasons herein as well as the reasons in the Brief of 
Appellants. 

F. The 103 Rejection of Claims 25-26 and 30. 

Appellants assert there is no motivation to combine the reference teachings 
for the reasons set forth in the Brief of Appellants. Furthermore, even if Sekizawa 
and Hayward "are directed to the same field of endeavor" as alk ged by the Office 
on page 17 of the Examiner's Answer, such is insufficient to establish motivation to 
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combine the reference teachings in view of MPEP §2143-01 Hi (8th ed-, rev. 3) 
citing In re Mitts, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1 J90) providing the 
mere fact that references can be combined or modified dods not render the 
resultant combination obvious unless the prior art also suggests the desirability of 
the combination. 

At page 18 of the Examiner's Answer, there is no evidence of record to 
support the bald allegation of the Office on page 1 8 of the Exam ner's Answer that 
the combination is proper because it would "definitely result' in faster action. 
Sekizawa already discloses obtaining status information at every minute intervals 
col. 22, lines 7 + and immediately dispatching maintenance personnel at col. 22, 
lines 15 + . There is no evidence of record of any improvement being provided to 
the system of Sekizawa by the proposed modification let alone any evidence that 
the modification would "definitely result" in faster action to motivate one to 
combine the reference teachings, let alone, to completely modify :he comprehensive 
polling arrangement of Sekizawa to a push system. The d'astic changes to 
Sekizawa to operate per the Examiner's combination changes the principle of 
operation of Sekizawa and illustrates the inappropriateness of the 103 rejection 
under MPEP 21 43.01 VI (8th ed., rev. 3). Furthermore, at page 19 of the 
Examiner's Answer, there is no evidence of record that downtime of a printer is 
reduced by the combination proposed by the Office. Sekizawa p-ovides monitoring 
at minute intervals and immediate dispatch of maintenance personnel and there is 
no evidence of record that such teachings are deficient or resut in delays in the 
system of Sekizawa to motivate one to look for corrective teachings. 

With respect to in re Fine recited on page 19 of the Action, there is no 
objective teachings which would lead an individual to combine th5 teachings. With 
respect to the recitation to In re Bozek, the limitations of the claims have not been 
established to be knowledge in the art. With respect to In re Beattie, there is no 
motivation by the prior art taken as a whole inasmuch as there is no resultant 
advantage nor improvement by the combination of references. There is no evidence 
of "reduced downtime* 1 nor "better customer service" from the combination as 
baldly alleged on page 19 of the Action. There is no evidence of reduction of 
waiting time by the combination as alleged on page 20 of the Action. 

Appellants respectfully submit the Office has failed to establish proper 

PONQ. 70006504-7 
Serial No. 09/932,638 
Reply Brief 

PAGE 9111 * RCVD AT 6114/2006 6:52:04 PM [Eastern Daylight Time] 1 SVR:U$PT0-EFM1 ' DNIS:2738300 4 CSID:5098383424 1 DURATION 0nm-ss):O3-3O 



06/14/2008 15:53 FAX -5098383424 



WELLS ST JOHN PS 



©010/011 



9 

motivation to combine the reference teachings and Appellants request withdrawal 
of the 103 rejection and allowance of the claims for the reason:; herein as well as 
the reasons in the Brief of Appellants. 

G. The 103 Rejection of Claim 27. 

Initially, Appellants note that the claim 27 does not imph the limitations as 
alleged on page 20 of the Examiner's Answer but positively claims receiving a 
message responsive to the communicating the request and communicating the 
message using the image forming device comprising printing vhe message upon 
paper. Appellants traverse any reliance upon Official Notice because the Office has 
failed to identify any prior art reference which performs the claimed combination of 
steps of communicating a request responsive to monitoring ai operation of an 
image forming device using an image forming device, recniving a message 
responsive to the communicating the request, and communicating the message 
comprising printing the message upon paper using the image forming device as 
defined in claim 27. The printing of received fax messages fails to demonstrate 
that the claimed combination is obvious and it is immaterial to obviousness if all the 
limitations of the claimed combination are old in other contexts because what must 
be found obvious to defeat allowability of a patent claim is the claimed 
combination. Kimberiy-Ciark Corp. v. Johnson & Johnson, 745 F. 2d 1437, 1488 
(Fed. Cir. 1984). None of the references identified on page 21 of the Examiner's 
Answer are used in context of the claimed combination of claim 9 defining 
monitoring an operation of an image forming device, communicating the request 
responsive to the monitoring, receiving the message and communicating the 
message comprising printing the message upon paper. The reliance upon Official 
Notice of specific individual limitations of the claim is contrary io the authority of 
showing that the claimed combination is obvious. Appellants respectfully submit 
that the reliance upon printing upon paper using a facsimile mc chine without the 
context of the remaining limitations of the claimed combination ii; improper and the 
reliance upon judicial notice in support of the rejection is improper. The limitations 
of the claims do not merely recite printing on paper but recite specific limitations of 
printing the message upon paper in combination of additional limitations of the 

message being received responsive to communicating the request and 
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communicating the request responsive to the monitoring the opeiation of the image 
forming device. 

Appellants respectfully submit the Office has failed to establish a proper 
prima facie 103 rejection of claim 27 and Appellants request allowance of the claim 
for the reasons herein as well as the reasons in the Brief of Appel ants. 

H. Conclusion 

Reversal of the rejections of the claims and allowance of the claims is 
respectfully requested for at least the reasons discussed herein and the reasons set 
forth in the Brief of Appellant. 



Respectfully submitted, 
Quintin T. Phillips 
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